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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 8 to 13, which are all of the clains

pending in this application.

We REVERSE
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BACKGROUND

The appellants' invention relates to a fluid filled
anusenent device. A substantially correct copy of the clains
under appeal is set forth in the appendi x to the appellants

brief.!

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Bender 4,162, 855 July 31,
1979

Murray, Jr. 5, 313, 727 May 24,
1994

(Murray)

Clains 8 to 13 stand rejected under 35 U.S.C. § 103 as

bei ng unpatentabl e over Murray in view of Bender.?

P Mnor errors in clains 9 and 12 were noted by the
exam ner on page 3 of the answer.

2 In the response to argunment section of the answer (pp.
6-7), the examner refers to U S. Patent No. 4,852,283 to
Teng. In rendering our decision in the rejection before us in
this appeal we have not considered this patent since the
exam ner has stated that this patent does not formpart of the
rejection (see Paper No. 19, mailed June 27, 2000). See also
In re Hoch, 428 F.2d 1341, 1342, 166 USPQ 406, 407 (CCPA
(continued...)
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejection, we nmake reference to the answer (Paper No. 17,
mai | ed May 10, 2000) for the exam ner's conplete reasoning in
support of the rejection, and to the brief (Paper No. 16,
filed February 28, 2000) and reply brief (Paper No. 18, filed

June 19, 2000) for the appellants' argunents thereagainst.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references (i.e., Murray and
Bender), and to the respective positions articul ated by the
appel l ants and the exam ner. Upon evaluation of all the
evi dence before us, it is our conclusion that the evidence
adduced by the examner is insufficient to establish a prinma
facie case of obviousness with respect to the clains under

appeal. Accordingly, we will not sustain the exam ner's

2(...continued)
1970) (evidence that is relied upon nmust be positively set
forth in the statenment of the rejection).
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rejection of clains 8 to 13 under 35 U S.C. 8§ 103. CQur

reasoning for this determ nation foll ows.

In rejecting clains under 35 U S.C. 8§ 103, the exan ner

bears the initial burden of presenting a prinma facie case of

obviousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prina facie case of

obvi ousness is established by presenting evidence that woul d
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clai ned

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

In the rejection before us in this appeal, the exam ner
ascertai ned (answer, pp. 4-5) that Murray discl oses the
claimed invention except that Murray's inpeller is driven by
the drive shaft of a notor instead of "a nagnetic drive rotor
coupled to a magnetic inpeller."” The exam ner then determ ned
(answer, p. 5) that Bender teaches a magnetic drive rotor 20

coupled to a magnetic inpeller 34 in a device which circul ates
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fluid in an enclosure and that it would have been obvious to a
person having ordinary skill in the art at the tine the

i nvention was made to nodify the shaft/inpeller assenbly of
Murray to have a magnetic rotor and magnetic inpeller in view
of Bender "in order to create a drive assenbly which would not
be prone to | eakage between the upper housing and the | ower

housi ng. "

The appel l ants argue (brief, pp. 13-19; reply brief, pp.
4-5) that there is no notivation or suggestion in the applied

prior art to arrive at the clained subject matter. W agree.

We have reviewed the teachings of Bender and Murray and
fail to find any notivation or suggestion to have nodified
Murray in the manner set forth in the rejection before us in
this appeal. Murray does not teach or suggest that his drive
assenbly is prone to | eakage between the upper housing and the
| oner housing. Bender does not teach or suggest that his
magnetic drive assenbly was designed to prevent | eakage.

Thus, it is our view that the only suggestion for nodifying

Murray in the manner proposed by the examner to arrive at the
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claimed invention stens from hi ndsi ght know edge derived from
t he appel l ants' own disclosure. The use of such hindsight
know edge to support an obvi ousness rejection under 35 U.S. C

8 103 is, of course, inpermssible. See, for exanple, W L.

Gore and Assocs., Inc. v. Grlock, Inc., 721 F.2d 1540, 1553,

220 USPQ 303, 312-13 (Fed. Cir. 1983), cert. denied, 469 U. S.
851 (1984). It follows that we cannot sustain the exam ner's

rejections of clains 8 to 13.

CONCLUSI ON
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To summari ze, the decision of the exam ner to reject
claine 8 to 13 under 35 U.S.C. 8 103 is reversed.

REVERSED

HARRI SON E. McCANDLI SH )
Seni or Adm ni strative Patent Judge

)

BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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